
I

2

J

4

5

6

7

8

9

10

11

12

13

14

15

16

17

l8

19

20

21

22

23

24

25

26

27

28

29

Douglas A. Prutton, Esq.

State Bar No. 1 18300
LAW OFFICES OF DOUGLAS A. PRUTTON
1985 Bonifacio Street. Suite 101

Concord. CA94520
Ph: (92s) 677-s080
Fax: (925) 677-5089

Respondent In Pro Per

UNITED STATES COPYRIGHT CLAIMS BOARD

DAVID G. OPPENHEIMER. CLAIM NUMBER: 22-CCB-0045

PARTY STATEMENT OF
RESPONDENT DOUGLAS A.

PRUTTON

Claimant.

VS.

DOUGLAS A. PRUTTON.

Respondent.

I. STATEMENT OF FACTS

The claimant David G. Oppenheimer is the poster boy for copyright trolling in the United

States. He claims to be a "professional photographer," but, in fact, he is a professional copyright

troller. U.S. District Judge Richard Mark Gergel, in the case of David Oppenheimer v. Scarafile

(D. S.Carolina). 2:19-CV-3590, noted in his opinion dated July 12,2022 that the evidence

showed that Mr. Oppenheimer "earned more than $400.000 from litigation settlements and lcss
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than $5.000 fr.om license ancl print sales in 2011." A search of PACER shows that Mr'

Oppenheimer has filed 176 federal copyright infringement lawsuits across the country, most of

them filed since 2016, including 31 in 2022.

Mr. Oppenheimer's modis operandi is simple but. as noted above, quite effective in

generating income. He registers thousands of photographs and then he goes fishing. In the

Scarafile case. noted above. Mr. Oppenheimer's deposition was taken. The transcript of that

deposition was filed in support of defendant's summary judgment motion and can be fbund in the

register of action of that lawsuit. Mr. Oppenheimer testified during that deposition that he uses

various third party entities, including a website called Pixsy.com, to troll the internet for his

photographs searching for infringers. The Pixsy website boasts of its ability to search the internet

and: "Our tearn olcop,vright experts and international legal partners handle the u'hole

infringen-rent case process to recover fees and damages on your behalf. No win. no feel"

(Emphasis in original).

After locating potential infringers, the lawyers take over with extravagant demands for

money. If the money is not paid. a federal lawsuit is commenced. The lawsuits result in a

default (if the defendant fails to respond), or an eventual settlement. Mr. Oppenheimer testified

in his deposition that not a single one of his lawsuits have gone to trial. With the exception of

only one case (which Mr. Oppenheimer dismissed because the Judge made some type of ruling)

all of the lawsuits have resulted in a settlement or a default.

I am a sole practitioner lawyer in Concord and I became ensnared in Mr' Oppenheimer's

trolling activity. My adult daughter offered to improve my website and I. of course. had no

objection. Among other things, she posted photos of Bay Area coufthouses on a page of n'ry

website entitled 'Where We Work." Included was a photo of the federal courthouse in Oakland

I which apparently is plaintiff s photo'

29
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When I received a letter in 2019 from an Arkansas attorney representing Mr.

Oppenheimer, advising me that the photo was plaintiff s, I immediately removed the photo from

my website. This attorney demanded $30,000.00. I offered $200.00. This attorney re-iterated

Mr. Oppenheimer's demand for $30,000.00. I responded with an offer of 5500.00. Mr.

Oppenheimer then sued me in federal court in San Francisco asserting ( 1) a copyright

infringement claim; and (2) a claim under the DMCA (Digital Millenium Copyright Act).

The federal case was scheduled for trial on May 16,2022. I served a subpoena on Mr.

Oppenheimer's attorney on March 29,2022 demanding that Mr. Oppenheimer produce at trial

documents regarding his income sources (from selling and licensing photographs and from

copyright trolling). The next day, March 30.2022. Mr. Oppenheimer's attorney emailed me

suggesting that we agree to present the claim to the copyright claims board in lieu of trial. and

that the DMCA claim and attorney's fee claims would be dropped, leaving only the copyright

infringement claim. I stipulated to this procedure, but as can be discerned from Mr.

Oppenheimer's statement filed with the Board, he is still demanding $30,000.00.

Mr. Oppenheimer in his "Party Statement" submitted to this Board has made numerous

inaccurate statements under the heading 'Background." In particular he states ( 1 ) that I "scraped

the Photograph from an Oppenheimer-auth onzed website" and (2) that I "cropped the image

(removing one of the watermarks on the Photograph)."

There is no evidence that I (or my daughter) scraped the image "from an Oppenheimer

authorized website." My daughter does not recall where she located the photograph on the

internet, but Mr. Oppenheimer's photos can be found in many different locations on the internet.

In his deposition in the Scarafile case, Mr. Oppenheimer testified that his photographs can be

found on many different websites including Flickr, Photoshelter, Facebook. Fine Arts America.

Parly Stalernenl of Re.spondenl Douglas A. Prullon
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Panoramic, Google maps, Picasa, Mobypicture, Linked In and Twitter, as well as on his own

company's website Performance Impressions. (Pp. 72 -75).

There is also no evidence that I (or my daughter) cropped the image removing any

watermark or copyright information. My daughter in her declaration clearly states that she would

not have cropped the in'rage to remove any copyright or watermark. Further. Mr. Oppenheimer's

photograph of the Oakland federal courthouse can easily be found on the internet without any

watermark or copyright information on the image. For example, on March 25,2021I performed

a Google search for images of the Oakland federal coufthouse. Attached as Exhibit D to my

Declaration is a print-out fiom that search showing Mr. Oppenheimer's photograph on Google.

but with no watermark or copyright information shown.

Also of note. I have attached as Exhibits B and C to my declaration the image of the

Oakland federal courthouse that is included in the "My Photos" portion of my GoDaddy account.

GoDaddy is the company I use to create and manage my website. The image does not include

any watermark or copyright information.

Perhaps most importantly, regarding the issue of "cropping," a careful comparison of the

image downloaded to my GoDaddy account and the image that included Mr. Oppenheimer's

copyright information, shows that the image downloaded to my GoDaddy account was not

cropped from this other image. In the bottom right corner of the image downloaded to rny

GoDaddy account (shown in Exhibit C) there are 9 vertical columns (one set of five. and one set

of four) topped by headers. However, in Mr. Oppenheimer's copyrighted image, the words "(c)

201 7 David Oppenheimer" are imprinted in the lower right corner directly over these columns.

In fact. these two images appear identical except that the image downloaded to my GoDaddy

account does not include the copyright information in the lower right corner. This proves that

the copyright image was not "cropped" in the sense that it was reduced in size so that the lower

Party Statentenl of Resprmclenl Dr-tuglas A. Prutton
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right corner of the photo. with the copyright information, was removed. The only other way the

copyrighted image could have been "cropped" would have been if it was somehow removed from

the image. but I am unaware if that type of removal is even possible, and my daughter in her

declaration has stated that she does not know if such a removal was possible. Moreover. why

would my daughter and I go through the process of removing the copyright information when

there are literally hundreds of other non-copyrighted photos of the Oakland federal courthouse

available on the internet?

II. LAW AND ARGUMENT

As noted above, the issue before this Board consists of a single copyright infringement

violation. The DMCA claim that Mr. Oppenheimer had asserted in the f'ederal lawsuit (which

would have required proof that I or my daughter intentionally removed or altered copyright

information. or distributed the photograph knowing that any such information had been removed

or altered) and the attorney's fees claim have been dropped.

For purposes of this proceeding I admit that Mr. Oppenheimer's photograph was posted

on my website. Contrary to Mr. Oppenheimer's assertion. I am not claiming that I am somehow

shielded from responsibility because it was my daughter, not I, who posted the photograph on my

website. However, this does not mean that I am without a defense (as asserted by Mr.

Oppenheimer). In fact, I have two defenses that operate as a complete bar to Mr. Oppenheimer's

copyright infringement claim: (1) fair use; and (2) unclean hands. lronically, both of these

defenses have been successfully assefted in cases brought by Mr. Oppenheimer.

Party Stutentent o.f'Respondenl Douglas A. Prutton
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(a) Fair Use Defense

Mr. Oppenheimer filed a lawsuit in North Carolina (where he resides) entitled

Oppenheimer v. The ACL LLC, 504 F.Supp.3d 503 (W.D. North Carolina, 2020). In that case.

the defendant posted one of Mr. Oppenheimer's photos of a casino on its website promoting a

cornhole tournament. Mr. Oppenheimer filed a summary adjudication motion regarding the

copyright infringement claim and several affirmative defenses raised by the defendant, including

the fair use defense and unclean hands. The courl (Judge Graham C. Mullen) denied Mr.

Oppenheimer's motion as to the fair use defense and unclean hands. The Court noted that if the

defendant's use of the casino photo was "fair." plaintiff s copyright infringement claim would be

barred. The Court noted that the law requires a consideration of several f'actors in determining

whether there was a "fair use" of a copyrighted photo. the "single most imporlant element" being

"whether the secondary use usurps the market of the original work."

Judge Mullen denied Mr. Oppenheimer's motion as to the fair use def'ense reasoning as

follows: "Nevertheless. when turning to the final factor, it seems that Plaintiff has failed to

establish sufficient undisputed facts to support the effect Defendants' use had upon the potential

market for or value of the copyrighted work. While Plaintiff argues he is a prof-essional

photographer and his income is derived from licensing his works, Defendant argLles his income is

derived from copyright infringement cases. Without more facts. perhaps those attesting to the

value ofthe photograph. the expected profit from the photograph, or even the value or expected

profits derived from similar photographs, the Court cannot make a determination as to the fourth

factor of the fair use doctrine. Plaintiff has not established sufficient facts that the secondary use

usurped the market for the original work. While the Courl acknowledges that these factors are to

be examined as a whole and no single f-actor is determinative, the fourth factor is undoubtedly the

most important factor. A reasonable jury could find that the Defendants' use of the work had

minimal effect upon the potential market for or value of the copyrighted work and this would be

Party Statentent oJ'Respondent Douglas A. Prullort
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key to analysis of the substantive law." 504 F.Supp .4't' at 51 1. In the present case, defendant is

unable to show that the posting of his photo on a rather obscure page on my website had any

effect on the potential market for or value of his photograph, or that it usurped the market for the

original photo. In discovery in the federal case brought against me by Mr. Oppenheimer he

admitted that he has not sold or licensed a single copy of the photo in question.

The fair use defense was also addressed by a different Judge in the case of Oppenheimer

v. Scarafile (D.C. South Carolina 2021),2:19-cv-3590. On July 1 7 ,2022. Judge Gergel issued

an opinion agreeing with Judge Mullen in the ACL. LLC case that: "the fbr"rrth thctor is

considered the "single most element of lair use." and looks to "whether the secondary LISe tt,\'ttt'p.\

the tntu'ket of the originultrork." Itt. al643 (quoting i\XIL'M Corp. v. The Ross lnsl." i64 F.-lc1

-171. 1lt2 (2d Cir. 2001)) (ernphasis in original). In denying Mr. Oppenheimer's summary

judgment motion, Judge Gergel explained: "the evidence in this case shorvs that Plaintiff derir,'es

a large majority of his income fiom copyright infringement cases. Considerirlg that evidencc and

the absence o1'facts regarding the value of the photographs or the expected profit lrom the

photographs. the Cour-t cannot make a deterrnination as to the fourtl-r f-actor of the f-air trse

doctrine. PlairrtifThas not established sufllcient facts that the secondary use usr-trped the nrarket

lbr the original work. While the Court acknor.lledges that these factors are to be examined as a

u,hole and no single factor is detenninative" the fourth factor is undoubtedl,v the lnost ilnportallt

f-actor. A reasonable jur,v could find that Def-endants'use of the work had mininral effect upor.r the

potential rnarket for or value of the copyrighted u'ork."

In the present case. under the circumstances. m-v postiug of Mr. Oppenheirrler's phottl on

an obscure page on my w'ebsite had "minimal effect upon the poter-rtial market fbr or valltc olthe

copyrighted r.,n'ork". r,r'hich is a complete defense to the cop-vright infringement claitn.

Porty Statentent of Respondent Douglas A. Prutton
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(b) Unclean Hands

This complete defense to a copyright infringement claim, was also addressed by the court

in theACL.LLCcase. JudgeMullenruledregardingtheuncleanhandsdefense: "lfPlaintiffs

[Mr. Oppenheinrer'sl purpose in copyrigliting the Copyrighted Work was to license it lor use

uten individuals or companies need a photo of the Hamah's lobby" then Plaintilf is likely not

nrisusing his copyrigl-rts. Yet. a reasonable jury could frnd Plaintiff is r.rsing copyrights to derive

an income fiom irrfringclrent suits and this issue is one of fact that the Courl should not decide."

504 F.Supp..l'r' at 512. In the present case. the Board is basically acting like a jury - thc facts

sl-row.that Mr. Oppenheimer is "using copyrights to derive an income from inlringentent suits."

and. thus. his claim shor-rld be barred by the unclean hands defense.

A sonter,r,hat related def'ense addressed ir-r the Scaraf-rle case involves the "misuse

def-ense." 'l'he Judge has this to say about this defense and Mr. Oppenheinler:

"The misuse defense may exist. however. if a cop}rright owner is more tbcused on the br"rsincss of

litigation tlran selling a product or licensing their copl,rights to third parties. .See Oytpenheimer r.

The ACL IZ('. (W.D. N.C. 2020) (denying plaintiffs sun']mary judgment on defbndant's tttisuse

dcfense because a rcasonable jury could find plaintiff using copyrights to derive an inconre fiotr

iulringement suits). The rnisuse defbnse ma.v also exist if the copyright owner employs abusive

litigation tactics to ertract settlements . See Hurrington.2022 WL 1561094. at *3 (denying

plaintifl's motior-r to disntiss defendant's misuse defer-rse because def-endant alleged more than the

mere f-act that plaintiff hles or threatens to file cases to enfbrce his copyright. such as abusir''e

litigation tactics atid dernanding settlements r.r'ell in excess of the dan-rages)."

In the present casc. Mr. Oppenheimer has consistently demandir-rg $30.000.00 lrom t'ne.

an arrrolrnt u,ell in excess of any damages. I attempted to engage in settlement negotiations. but

Mr.. Oppenheinter u,ould not budge. Fortunatell' I am a civil litigator and can defbnd nl1'self.

But. fbr other dcfcndants lr,ho cannot represent themselves. consider the predicantent. If thel'do

Parly Slatentenl o.f Respondent Douglas A. Prutton
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not cave-in to Mr. Oppenheimer's oppressive demands they f-ace a f-ederal lawsurit. Itr order to

defend themsclves thel,1yuu1,1need to hire an attorney and the cost of liirir-rg that attorney w'oLrld

likely exceed the antount of Mr. Oppenheimer's demand. Moreover, they' are f aced u'ith a clain-r

fbr attorney's fees.

(c) Statutory Damages

Should the Board conclude that Mr. Oppenheimer is entitled to statutory damages, I

would request that the damage award be the absolute minimum permitted. I suggest that the

award be in the amount of $200.00 pursuant to 17 USC 50a(c)(2) which provides in perlinent

parl: "ln a case where the infringer sustains the burden of proving, and the court finds, that such

infringer was not aware and had no reason to believe that his or her acts constituted an

infringement of copyright, the court in its discretion may reduce the award of statutory damages

to a sum of not less than $200." As discussed above, neither my daughter nor I w'ere aware of or

had reason to believe that the photo downloaded from the internet was Mr. Oppenheimer's photo.

Should the Board conclude that the $200.00 award is inapplicable, I would suggest that

the $750.00 minimum award be granted pursuant to 17 USC 50a(c)(l ). Another Oppenheimer

case suppofis this position. In Mr. Oppenheimer's backyard in the Western District of North

Carolina. District Judge Martin Reidinger issued a Memorandum of Opinion on December 3I .

2019 in the case of Oppenheimer v. Griffin, 18-cv-00272-MR. The defendants in that case

defaulted and Judge Reidinger in his opinion was addressing the issue of the appropriate

remedies for the default judgment. Of note, he concluded that only the minimum statutory

damages should be awarded tbr the copyright infringen'rent and violation of the DMCA. Noting

Mr. Oppenheimer's numerous filings in North Carolina alone, Judge Reidinger concluded that

his decision was "consistent with a recent trend in coufts across the country ... to award the

minimum statutory award of $750 per violation in infringement cases brought by copyright

Partyn Slaterttenl of Re,spondent Douglas A. Prutton
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holders who seek copyright infringement damages not to be made whole, but rather as a primary

or secondary revenue stream."

Judge Reidinger exercised his discretion and rejected Mr. Oppenheimer's claim for

attorney's fees. He reiterated that "the Plaintiff s motive in bringing this claim does not support

an award of attorney's fees and costs because the Plaintiff appears to be using the copyright laws

as a source of revenue, rather than as redress for legitimate injury."

A .ludge in South Carolina had this to say in another lawsuit where Mr. Oppenheimer was

arguing that information about his income sources was irrelevant: "'ln determinittg att appropriatc'

aw.ard of danrages in a coplright inliingement lawsLlit. courts routinely' consider the cxtent to

lr,hich the plaintilThas cngaged in "copyriglit trolling." As the Seventh Circr"rit cxplained.

"copyright trolls" are "opportunistic l-rolders of cop1,'rights" that "bring[ ] strategic infringemer,t

claints of dubious nterit ir-r the hope of arranging prompt settlements r,vith del-ertdauts ll'ho uould

pref-cr to pa5,, modest or nuisance settlements rather than be tied up in expensive litigation."

Desigrr Basics. LLC r'. I.exington f{omes" Inc..858 F.3d 1093. 1097 (7tlt Cir.2017). "t-ikc the

proverbial troll under the bridge. these I-rnns try to extract retrts frotn market participants w'hcr

r-r-tust choose betw.een the cost of settlerrent and the costs and risks of litigation." Id. Courts

routinely f-actor a cop-vriglrt plaintiffs statlrs as a cop-vright troll into their dantages calcr"rlus. See.

e.g.. ME2 Prods.. Inc. r,. Ahnred. 289 F. Supp. 3d 760" 764 (W.D. Va. 2018). Many courts have

determined that minimunt statutory daniages are appropriate where the plaiutiff is a '.copy'right

troll" who ''seekIsl copy'right intiingen-rent damages not to be nrade rvl'role. bttt rather as a

primary,or secondarv revenue stream and lu,ho] file[s] tnass lawsuits ... with the hopes of

coercing settlements." Id. lquoting Malibu Media. Lt-C v. fRedacted]. 201 7 WL 6333 1 5. at *3

( D.' Opperrlre i m err-lUjXjamo . 2 :20 - ct' - 421 9 .

10Party Stalentenl of Respondent Douglas A. Prulton
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III. CONCLUSION

About 3 1/zlears have elapsed since Mr. Oppenheimer, through his various attorneys,

have demanded I fork over $30,000.00 in order to put an end to this pursuit against me. I am not

a copyright lawyer, but I cannot imagine how there could be a smaller case. My daughter

innocently downloaded a photo of a courthouse on the internet that did not include any

identifying marks. The photo was placed on an obscure part of my website, along with photos of

other courthouses. which could only be seen if someone clicked on the "Where We Work" link.

When I learned that the photo was Mr. Oppenheimer's I immediately removed it fron'r my

website.

The federal district courts have consistently done what they can to limit Mr.

Oppenheimer's trolling by awarding minimum damages in default cases, denying Mr.

Oppenheimer's summary judgment motions, compelling Mr. Oppenheimer to produce

information about his trolling, and denying his claims for attorney's fees. Defendants though

end up settling with Mr. Oppenheimer, creating a huge income for him. because the cost of

fighting is prohibitive. Hopefully this Board will do what it can to stop Mr. Oppenheimer, who

is most likely using this claim as a test to see if he can efficiently make more money going

through the Board.

This is not about protecting legitimate copyright holder rights. I am an artist myself

(signer/songwriter) and I fully support artists in protecting their works. This is about the misuse

of copyright laws and the misuse of the legal process which I as a lawyer detest.

Doug rutton
i In Pro Per

Party Slatentent of Respondent Douglas A. Prutton 11
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